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This study is directed to a cooperation between artificial intelligence (AI) and patent attorneys in
determining inventive step. Normally, the inventor consults with a patent attorney for acquiring
a patent. The patent attorney conducts a prior art search for the subject invention to find the
closest documents and determine whether the invention is novel, which is objective novelty, or
whether it has inventive step, which indicates that the invention is not easy for a person with an
ordinary skill in the art. In the prior art search, the patent attorney designes a search
expression, narrows down the large number of prior patent documents to a few hundred prior
patent documents, and then reads them to compare the target invention with the narrowed prior
patent documents to find which potion of the target invention is novel over the narrowed prior
patent documents. The patent attorney then, from the viewpoint of inventive step, determines
the quality of creativity of the invention on the baisis of his/her own knowledge and experience.
This tacit knowledge determination ability is referred to as “intuitive grasp of patentability” in
this thesis. The patent attorney becomes proficient in this “intuitive grasp of patentability” by
accumulating their legal knowledge, technical knowledge from obtained by reading many prior

patent documents, and experience obtained by filing patent applications to achieve patent rights.

On the other hand, with the rapid progress of Al technology in recent years, we have discovered
the possibility of instantly searching prior patent documents and determining inventive step
using natural language processing, and have developed an Al-equipped prior patent document
search system. To prevent the AI from turning into a black box, the prior patent document
search system includes a function that clearly shows the relationship between the target
invention and the prior patent documents by outputting the data in the form of a claim chart,
which 1s used by patent experts to determine inventive step. However, although the
effectiveness of this prior patent document search system was verified and a certain level of
effectiveness was observed, it was not always well accepted by patent attorneys that are in the
field of invention.

Therefore, the present study is novel in that it explores what factors, other than the knowledge




>

and experience, contribute to patent attorneys’ “intuitive grasp of patentability” when the prior
patent document search system is introduced to the field of invention, and suggests that the use
of AT makes this ability more proficient and enables collaboration between the Al and patent
attorneys.
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